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IN  THE  UNITED  STATES  DISTRICT  C 
FOR  THE  NORTHERN  DISTRICT  OF  ILL 
EASTERN  DIVISION 


ATARI ,  INC. 

a  Delaware  corporation, 


and 


MIDWAY  MFG .  CO., 
an  Illinois  corporation. 


Plaintiffs , 
vs . 


NORTH  AMERICAN  PHILIPS 
CONSUMER  ELECTRONICS  CORP. 
a  Tennessee  corporation. 


PARK  TELEVISION  d/b/a 
PARK  MAGNAVOX  HOME 
ENTERTAINMENT  CENTER, 
an  Illinois  partnership. 


and 


ED  AVERETT, 
an  individual. 


Defendants . 


) 


> 
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Civil  Action  No.  81  C  6434 
Hon.  George  N.  Leighton 
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NOTICE  OF  FILING 


To:  See  attached  service  list 


PLEASE  TAKE  NOTICE,  that  we  have  this  date  filed 
Defendant's  Response  to  Motion  To  Disqualify  Reuben  &  Proctor 
a  copy  of  which  is  attached  and  served  upon  you. 


OF  COUNSEL: 


Don  H.  Reuben 

David  W.  Maher 

James  H.  Alesia 

Jaroslawa  Zelinsky  Johnson 

Charles  J.  Sennet 

REUBEN  &  PROCTOR 

19  South  La  Salle  Street 

Chicago,  IL  60603 

(312)  558-5500 


SERVICE  LIST 


Theodore  W.  Anderson,  Esq. 

Georgory  B.  Beggs,  Esq. 

James  T.  Williams,  Esq. 

Neuman,  Williams,  Anderson  &  Olson 
77  West  Washington  Street 
Room  2000 

Chicago,  IL  60602 

A.  Sidney  Katz,  Esq. 

Donald  L.  Walsh,  Esq. 

Eric  C.  Cohen,  Esq. 

Welsh  &  Katz 

125  South  La  Salle  Street 
Chicago,  IL^  60603 

Daniel  W.  Vittum,  Jr.,  Esq. 

David  E.  Springer,  Esq. 

Kirkland  &  Ellis 

200  East  Randolph  Drive 

Chicago,  IL  60601 
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IN  THE  UNITED  STATES  DISTRICT  COURT  FOR 
THE  NORTHERN  DISTRICT  OF  ILLINOIS 
EASTERN  DIVISION 


ATARI ,  INC.,  A  Delaware 
corporation,  and 
MIDWAY  MFG .  CO.,  an 
Illinois  corporation. 

Plaintiffs , 

vs. 

NORTH  AMERICAN  PHILIPS  CON¬ 
SUMER  ELECTRONICS  CORP. ,  a 
Tennessee  corporation,  PARK 
TELEVISION,  d/b/a  PARK  MAG- 
NAVOX  ENTERTAINMENT  CENTER, 
an  Illinois  partnership,  and 
ED  AVERETT,  an  individual, 

Defendants . 


p  1  e! 

u  JUN  7 "  1983 

Judge  George  N.  Leighton 
jut  s.  District  Cow* 


Civil  Action  No.  81  C  6434 

The  Honorable  George 
N.  Leighton 


RESPONSE  TO  MOTION  TO 
DISQUALIFY  REUBEN  &  PROCTOR 

Well  before  appointment  to  the  bench 
this  Court  had  occasion  to^ note  the 
-use  of  the  meritless  disqualification 
motion  as  a  litigation  tactic.  That 
trend  has  not  abated,  and  in  this  case 
it  has  the  usual  effect  of  diverting 
the  litigation  from  attention  to  the 
merits.  Bobbitt  v.  Victorian  House, 
Inc. ,  545  F.  Supp.  1124,  1128  (N.D. 
Ill.  1982)  (Shadur,  J. ) . 


Judge  Shadur' s  comment  is  dramatically  illustrated  by  Plaintiff 
Midway  Mfg.  Co.'s  Motion  for  Disqualification  of  Reuben  & 
Proctor  as  Counsel  for  Defendants  and  supporting  memorandum.  In 
these  papers.  Plaintiff  Midway  claims,  without  pleading  any 
basis  in  fact,  that  counsel  for  Defendants  North  American 
Philips  Consumer  Electronics  Corp.  ("North  American")  and  Park 
Television  ("Park")  should  be  disqualified  because  the  firm  had 
previously  acted  as  general  counsel  on  behalf  of  the  Amusement 


Game  Manufacturers  Association  ( "Association” ) f  and,  conse¬ 
quently,  that  Reuben  &  Proctor's  appearance  in  this  matter 
violates  Canons  4  and  9  of  the  American  Bar  Association's  Code 
of  Professional  Responsibility  ("Code") 

The  context  in  which  this  motion  was  filed  makes  it 
obvious  that  this  motion  is  a  baseless  litigation  tactic. 

There  are  two  plaintiffs  in  this  copyright  case,  both  members 
of  the  Association  and,  arguably,  both  in  a  position  to  object 
to  Reuben  Proctor's  involvement  in  this  case  on  the  basis  of 
prior  representation  of  the  Association.  Yet,  Atari,  Inc. 
("Atari")  did  not  move  for  disqualification  of  Reuben  &  Proc¬ 
tor.  Only  Midway  filed  a  disqualification  motion  and,  simu¬ 
ltaneously,  in  a  patent  suit  pending  in  this  court.  The  Magna- 
vox  Company  v.  Bally  Midway  Mfg.NCo. ,  No.  83  C  2351,  threatened 
Reuben  &  Proctor  with  a  motion  for  disqualification.  (A  copy 

•w, 

of  the  letter  to  Reuben  &  Proctor  from  A.  Sidney  Katz,  Esq.  is 
attached  hereto  as  Defendants'  Exhibit  A.)  As  Mr.  Maher's 
affidavit  shows  Mr.  Katz  did  not  raise  the  disqualification 
issue  for  more  than  one  month  after  he  became  aware  of  Reuben  & 
Proctor's  appearance  in  this  suit.  (A  copy  of  Mr.  Maher's 
affidavit  is  attached  hereto  as  Defendants'  Exhibit  B.) 

Without  doubt  both  actions  were  intended  to  harass  and  to 
intimidate  Defendants  North  American,  its  subsidiary,  Magnavox, 
and  its  distributor.  Park,  into  abandoning  its  chosen  counsel 
and  thereby  unnecessarily  delaying  the  proceedings  in  both 
cases . 

Midway's  motion  and  memorandum  are  purposely  based  on 
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p  w 

selectively  misread  passages  from  the  minutes  of  the  Associa¬ 
tion  and  misrepresented  facts.  Such  conduct  on  the  part  of 
Midway's  counsel  truly  bespeaks  something  other  than  concern 
about  professional  ethics.  None  of  Midway's  allegations  have 
any  merit  and  Defendants  briefly  state  the  facts  and  the 
applicable  law  and  reply  to  the  points  raised. 


Relevant  Facts 


This  action  was  originally  filed  by  Atari  and  Midway 
against  North  American,  Park  d/b/a  Park  Magnavox  Entertainment 
Center  and  Ed  Averett  on  November  11,  1981.  The  case  concerns 
allegations  of  copyright  infringement,  unfair  competition  and 
deceptive  trade  practices  involving  Pac-Man,  a  video  game  sold 
by  Atari  for  home  use  and  K.C.  Munchkin,  a  video  game  produced 
by  North  American.  The  case  has  been  tried  and  appealed  on  the 
issue  of  a  preliminary  injunction.  Reuben  &  Proctor  was  engaged 
by  Defendants  to  assist  in  the  trial  on  the  merits  and  filed  an 
appearance  on  May  5,  1983.  On  May  25,  1983,  Plaintiffs  filed 
this  motion  to  disqualify. 

Reuben  &  Proctor  never  directly  represented  Bally  or 
Midway.  From  April  20,  1981  until  December  31,  1982,  the  firm 
of  Reuben  &  Proctor  was  general  counsel  to  the  Association. 
David  W.  Maher,  a  member  of  the  firm,  was  in  charge  of  the 
firm's  representation  of  the  Association.  On  May  20,  1982, 
Bally  Manufacturing  Co.,  Midway's  parent  company,  joined  the 
Association.  As  is  more  specifically  set  forth  in  the 
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B  Affidavit  of  David  W.  Maher,  as  Defendants  Exhibit  B,  and  in 
I  this  brief,  there  were  no  communications  of  confidential  or 
f  privileged  information  between  members  of  the  Association  and 
the  firm  of  Reuben  &  Proctor  regarding  protection  against 
copyright  of  video  games  generally  or  Pac-Man  in  particular. 

In  fact,  the  communications  referred  to  in  the  exhibits  atta¬ 
ched  to  Midway's  memorandum  and  in  the  Katz  letter  (Defendants 
Exhibit  A)  consist  of  nothing  more  than  exchanges  of  court 
documents,  ‘briefs  (P.  Exhibit  D)  ,  drafts  of  legislation  (P. 
Exhibit  H) ,  press  releases  (P.  Exhibit  C)  and  agency  orders  (P. 
Exhibit  G)  ,  which  Bally  sent  to  Mr.  Maher  for  distribution  to 
all  other  Association  members,  or  which  Mr.  Maher  sent  to  Bally 
as  part  of  such  distributions  to  all  members,  and  which  on 
their  face  do  not  involve  the  exchange  of  sensitive  or  confi¬ 
dential  information.-^  The  discussions  between  attorneys  for 
Association  members  covered  topics  of  general  legal  interest  to 
the  Association  members,  analogous  to  a.  continuing  legal 
education  seminar,  and  also  involved  no  exchange  of  confi¬ 
dential  information.  (P.  Exhibits  A,B,C,E,F,I , J,  and  K „ ) 


Defendants  plan  to  move  to  hold  plaintiff  in  contempt  for 
including,  as  part  of  the  material  covered  by  a  protective 
order,  a  press  release  and  a  brief  filed  in  the  United 
States  Supreme  Court. 
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argument 


mTh^y  Relevant  To  The  present  Case._ 

An  individual  moving  for  disqualification  of  an 
attorney  and  his  law  firm  on  basis  of  conflict  of  interest  must 
show  that  he  believed,  and  there  was  a  reasonable  basis  on 
which  to  believe,  that  the  attorney-client  relationship  existed 
between  the  movant  and  the  attorney.  LaSalle  National  Bank 
Pioneer  National  Title  Insurance  Company,  No.  79  C  2837  (N.D. 

Ill.);  Hydril  Company  v.  Multiflex,  553  F.  Supp.  552  (1982). 

The  attorney-client  relationship  is  consensual  and  arises  only 
when  both  the  attorney  and  client  have  consented  to  its  forma¬ 


tion.  The  client  must  manifest^  its  authorization  that  the 
attorney  act  on  his  behalf  and  the  attorney  must  indicate  his 
acceptance  of  the  power  to  act  on  the  client's  account.  York 

v.  Stiefel ,  _  Ill.  App.  3d  _ ,  440  N,E.  2d  440f  445  (3d 

Dist.  1982) . 


The  attorney-client  relationship  can  arise  either  by 


explicit  or  implicit  agreement  or  when  a  layman  submits  conf i- 
dential  information  to  an  attorney  with  a  reasonable  belief 
that  the  attorney  was  acting  on  the  layman's  behalf.  Westing- 
house  Electric  Corporation  v.  Kerr-McGee  Corporation,  580  F. 
2d.  1311  (1978) . 


2/  In  westinqhouse,  the  trade  association  in  retaining 

Kirkland  and  Ellis  specifically  instructed  the  firm  as 
follows : 


(FOOTNOTE  CONTINUED  ON  NEXT  PAGE) 


Tly  where  an  attorney-client  relWlflMIUU  U M 
may  the  client  prevent  disclosure  of  cormnunications  between  the 
parties.  This  privilege  is  designed  to  encourage  full  and 
frank  communication  between  attorneys  and  their  clients, 
recognizing  that  sound  legal,  advice  depends  on  the  client (s 
ability  to  engage  in  open  discussions  with  the  attorney,  U£john 
co.  v.  United  States,  449  U.S.  383  (1981).  The  privilege 
represents  a  public  policy  determination  that  the  confident¬ 
iality  of  such  communications  is  in  the  interest  of  ensuring 
the  administration  of  justice,  Id^,  citin£  Hunt  v.  Blackburn, 

128  U.S.  464,  470,  9  S.Ct.  125,  127,  32  L.Ed.  488  (1888),  and 
is  reflected  in  Canons  4,  5  and  9  ABA's  Code  of  Professional 
Responsibility. 

The  strict  standards  'bf  the  Code  are  not  automati¬ 


cally  invoked  whenever  a  law  firm  brings  suit  against  a  member 
of  a  trade  association  that  the  firm  represents.  If  they  were, 
many  lawyers  would  be  needlessly  disqualified  because  the 


(FOOTNOTE  CONTINUED  FROM  PREVIOUS  PAGE) 

Your  firm  will  ,  of  course,  act  as  an  in¬ 
dependent  expert  counsel  and  hold  any  company 
information  learned  through  these  interviews  in 
strict  confidence,  not  to  be  disclosed  to  any  other 
company,  or  even  to  API  [the  trade  association] , 
except  in  aggregated  or  such  other  form  as  will 
preclude  identifying  the  source  company  with  its 
data. 

In  the  present  case,  no  such  instructions  were  given  to 
Reuben  &  Proctor  by  the  Association,  nor  was  there  any 
reasonable  expectation  that  the  firm  would  treat  data 
submitted  by  any  member  in  confidence  from  other  members. 
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Code's  standards  impose  upon  counsel  who  seeks  to 
qualification  a  burden  so  heavy  that  it  will  rarely  be  met. 
That  burden  is  properly  imposed  when  a  lawyer  undertakes  to  re 
present  two  adverse  parties  both  of  which  are  his  clients 
the  traditional  sense.  But  ^hen  an  adverse  party  has  only  a 
vicarious  relationship  by  virtue  of  membership  in  an  associa¬ 
tion,  the  risks  against  which  the  Code  guards  will  not  inevit¬ 
ably  arise.  "A  law  firm  that  represents  the  American  Bar 
Association  need  not  decline  to  represent  a  client  injured  by 
an  automobile  driven  by  a  member  of  the  ABA."  Glueck  v_^ 
Jonathan  Logan,  Inc.,  654  F.  2d  746  (2d  Cir.  1981),  Board  o. 
Education  v.  Nyguist,  590  F.2d  1241  (2d  Cir.  1979). 

Reuben  &  Proctor  and  Mr .  Maher  never  represented 

\ 

Midway  individually  in  any  transaction,  but  only  represented 
the  Association.  Midway's  memorandum  presents  no  evidence 
showing  the  existence  of  an  attorney-client  relationship  on  any 
basis.  Midway's  memorandum  does  not  identify  any  confidential 
information  that  was  submitted  by  Midway  to  Reuben  &  Proctor  or 
Mr.  Maher  during  the  course  of  their  representation  of  the 
Association  upon  the  reasonable  belief  that  Reuben  and  Proctor 
was  acting  as  Midway's  attorney,  because,  in  fact,  no  such 
information  was  ever  submitted.  In  marked  contrast  Mr.  Maher's 
affidavit  shows  he  never  received  any  confidential  information. 

Furthermore,  there  can  be  no  inference  or  presumption 
that  confidential  information  was  given  since  such  presumption 
is  based  on  a  formal  attorney-client  relationship  and  does  not 
exist  where  the  only  relation  is  an  implied  one.  This  prin- 
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clpl. " 

a)  corporation.  '  c.i  n  oil  Co.,  566  F. 

ltl,  recognized  in  j^edjeber^n-^sha - 

2d  602  (8th  Cir.  1971)  : 

2d  at  608. 

Moreover,  any  documents  submitted  by  Midway  to  Reuben 
&  Proctor  were  not  submitted  by  a  layman  but  by  Midway's 
individual  counsel.  Midway's  claim  that  it  reasonably  belxeve 
Reuben  *  Proctor  was  acting  as  its  individual  attorney  when  xt 
represented  the  Association  is  further  discredited  by  the  fact 
that  other  Association  members  were  Midway's  major  competxtors 
and  by  the  fact  that  Midway '  s individual  counsel  participated 
in  virtually  all  Association  activities.  The  absurdity  of 
Midway ' s  position  is  further  illustrated  by  the  fact  that  from 
time  to  time  members  of  the  Association,  including  Midway,  were 
suing  each  other  ^  and  Mr.  Katz  now  claims  that  he  disclosed 
confidences  about  both  the  patent  and  copyright  suits  to  the 
adversaries.  As  counsel  to  the  Association,  Reuben  &  Proctor 
represented  the  interests  of  the  industry  generally  and  was 
never  involved  in  representing  or  advancing  the  cause  of  any 
single  member  to  the  detriment  of  other  members.  Reuben  & 


Williams  Electronics,  Inc^v^Bal^y  In^ernatf onal  Ltd.  v 

21^  Wf-  ll1'  no.  82  C  2183  (N.D.  Hi.  1982)  (Ball— 

counterclaim  against  Gulf  S  Western 

Corp,  the  parent  of  Gremlin/Sega. 


or  any  other  member  inf 

Proctor  ...  ~«J|~  irr/and  MM-  -»  “ 

mat  ion  in  confidence  laim  otherwise.  AH 

plaintiff  does  not  ciar. 

pootnote  2.  supra,  d  „IS  in£ormation 

the  information  Peuben  .  doctor  ever 

.  *  fhe  members  and  the  inuu  j 
of  .  public  nature  Known  counsel  to 

.... .......  - 

h  P  i  fnr  Midway's  competitors  at 

the  Association  and  with  counse 

Association  functions  would  have  been  inconceivable  or 
would  then  be  discussing  such  information  with  competitors  and 
adversaries  and  under  the  theory  of  Midway's  disqualification 

_  „  ,  it f  1  -i  "  OUt. 


aaveibanco  —  — 

motion  everyone  at  that  meeting  would  be  -conflicted"  out. 


11  •  Vti^trini 

Assuming  arguendo  that  there  was  an  attorney-client 
relationship,  an  attorney's  role  as  general  counsel  for  a  trade 
association  does  not  ipso  facto  prevent  the  attorney  from 
subsequently  representing  an  association  member  absent  a 
showing  that  confidential  Information  was  actually  communicated 
and  there  was  a  substantial  relationship  between  whet  was 
discussed  and  the  present  case.  nlnec.K  v.  Jonathan  Logan, 

Ine  653  P.  2d  746  (2d  Cir.  1981);  Matter  of  Allied  Artists 

pictures  Corn.,  5  Banhr.  Ct.  Dec.  636  (S.D.M.Y.  1979).  As  we 
have  shown  above,  there  was  no  confidential  Information 
exchanged.  As  we  discuss  below,  there  is  no  substantial 
relationship  between  Keuben  a  Proctor's  representation  of  the 
Association  and  the  present  case. 
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rtB  to  determine 
,,  Hn  federal  courts 
The  standard  used  xn  the  qround  of  an 

whether  an  attorney  should  be  dlSqUa1^  ..substantial 

.U^Y  conflicting  prior  reiarions  ^  ^  „£ 

.  test  based  on  Canons  4  an 

relationship  test  .  ion  in  the 

•v^iitv  The  leading  decision 

Professional  Responsr  Y-.  relationship"  test  is 

n  •  fhp  "substantial  reia 

seventh  Circuit  app  Y1  m.d.111. 

„  c  acoustics  Corpr-  398  F.  SupP* 

532  F  2d  1U8  (7th  or.  7576,. 

1975)  ,  aff^d  Oh  oEihion  below,  •  ,.  [ol  pviously 

In  explaining  the  test,  the  cannon  court  held  that 

the  prohibitions  of  Canon  <  and  ,  do  not  apply  in  ^in¬ 
stance  in  which  a  lawyer  underrates  a  case  adverse 
interests  ef  a  former  client-  -  there  is  no  ^  ^ 

against  suing  a  former  client.  The  critical  issue  is  t  e 
relationship  of  the  two  representations  and  the  possx  1 
that  secrets  and  confidences  reposed  by  the  for-er  client  ».y 
be  used  against  his  interests.  Id,  at  223.  The  court  - 

iwl  ould  order •  ed^qritrtCaubstanJ iS! ^related!" 

JSsTs  determined3  by  "asking  whether  it  could 
reasonably  be  said  £at  during  the  for. 

,  representation  the  attorney  mg  matter  Qf  fche 

information  reiated  o  t  e  su  j 
subsequent  representation.  w 

223.) 

Accord ,  T.aSalle  nation,!  Sant  u.  County  cf  L^te,  703  F.2d  252, 
^th  Clr.  1983) .  Duncan  -rri.l  Fierce,  Fenner^ 

SPith^.  646  F.  2d  1020 ,  3027-32  (5th  Clr.  3083, 

,  .nn  whether  a  "substantial  relationship 
In  determining  wnern ei 

exists ,  the  Courts  .u.t  carefuliy  analyse  the  factual  and  3eg«3 
issues  involved  in  the  allegedly  conflicting  represehtatiohs. 


Duncan/ 


.  IKe  eristence  of  to  th.  attorney 


Ea-  The  eXiSten°'  °have  been  give"  “  th'  att°tn<!y 

confidential  information  mrg  ern^^£iJJ1aii^C22>LJ£aSK 

must  be  -patently  clear. 

Wa3Li?HSSBSb— ^""k^corp^^ 528  P‘  SUPP'  70?' 

708-09  IS.O.  Fla-  1981,1 

>  t  r*  ^54  F.  Supp.  ,  o'  v 
ES232£ii£2ai-^'  iteration  in  determining  whether  confi- 

Another  important  cons  provided  is  "the 

v  to  the  present  case  were  provr 
dences  relevant  ,,  simmons,  Inc^Vjr 

„  of  the  [prior]  representation .  - - 

limited  scope  of  th  m.  1983), 

c  c  c  -p  Supp  •  3  U  u  ,  J u 

Pinkerton's  Inc._,  542  p .  Supp-  166, 

accord,  SEraaiu1s_viJlHb^ 

172  (N-D.  Miss-  1982).  ,  burden  of  establishing 

under  Cannon,  Midway  has  the  burden 

that  during  Keuben  *  Proctor's  prior  representation  of  • 

Mr  Maher  rendered  professional  services  on 
Association,  Mr.  ^  ^  e^raced 

matters  that  are  substanti  Y 

This  Midway  has  not  done.  Tnere 

rrme^ip-  between  Reuben  a  -tot's  prior 

o£  the  Association,  on  the  one  hand,  and  the 

represents ^0^  ^  ^  on  the  pther.  S***® 

“  SpecJrumAHOci^es^nOo.  2»  «•■•»•«■  “9 

£2BE22i-HtJE - £—  -  528  F.  supp.  107 

(D.ct.Mass  198D  f  esliZSZ^-l* - 

,1976) '  xn  light  of  the  limited  scope  of  the  prior  repre- 


sentation,  even  a  casual  scrutiny  of  the  documents  attached  to 

Midway's  memorandum  and  Mr.  Maher's  affidavit  clearly  shows 

that,  despite  Midway's  allegations,  no  confidential  information 

about  Midway  was  made  available  to  Reuben  &  Proctor  through  its 

representation  of  the  Association.  The  entire  discussions  and 

communications  between  Reuben  &  Proctor  and  legal  and  lay 

representatives  of  the  Association's  members  consisted  of 

exchanges  of  publicly  available  materials  of  general  interest 
* 

to  the  Association's  membership.  The  periodic  meetings  of 
attorneys  for  the  Association's  members  were  nothing  more  than 
seminars  on  legal  topics  of  common  interest.  There  was  no 
exchange  of  sensitive  and  confidential  information  pertaining 

to  the  Pac-Man  audiovisual  work  and  there  is  no  "substantial 

\ 

relationship"  between  Reuben  &  Proctor  representation  of  the 
Association  and  the  present  suit.K 

III.  Midway's  "Appearance  Of  Impropriety"  Argument  Is 
Frivolous . 

Midway  cannot  overcome  the  lack  of  substantial 
relationship  between  the  present  and  former  representations 
with  a  conclusory  assertion  that  disqualification  is  neverthe¬ 
less  necessary  "to  avoid  the  appearance  of  impropriety." 

(Mem.,  p.  2)  Recent  authorities  make  it  clear  that  the 
"appearance  of  impropriety"  language  in  Canon  9  was  not 
intended  to  override  the  "delicate  balance"  created  by  Canons  4 
and  5.  Unified  Sewerage  Agency  v.  Jelco  Inc.r  supra,  646  F.2d 
at  1352;  accord.  Industrial  Parts  Distributors  v.  Fram  Corp. , 


supra,  504  F.  Supp.  at  1198-99?  United  States  Industries,  Inc. 


V.  Goldman,  421  P.  Supp.  7  (S.D.N.Y.  19761. 

Moreover ,  Midway's  Canon  9  claim  amounts  to  an 

assertion  that  "if  any  arguable  question  can  be  raised  regard 

ing  the  propriety  of  a  lawyer  continuing  to  appear  in  a  case  an 

order  can  be  obtained  disqualifying  that  lawyer."  This  is  a 

"dangerous  doctrine,"  and  clearly  not  the  law.  Smith  Vj. 

Arc-Mation,  Inc.,  402  Mich.  115,  261  N.W.  2d  913,  715-16 

(1978).  >  On  the  contrary,  the  danger  that  disqualification 


motions  will  be  used  to  harass  is  such  that  "  [t]he  possible 
appearance  of  improperity  is  simply  too  weak  and  too  slender  a 
reed  on  which  to  rest  a  disqualification  order  •  •  .  particu 


larly  where  the  mere  appearance  of  impropriety  is  far  from 
clear.'1  International  Paper  Co.  v.  Lloyd  Mfq.  ,  Co.,  555  F. 
Supp.  at  135. 


CONCLUSION 


For  the  reasons  stated  above,  Midway's  motion  to 
disqualify  Reuben  &  Proctor  should  be  denied. 


Respectfully  Submitted, 


James  H.  Alesia 
Jaroslawa  Zelinsky  Johnson 
OF  COUNSEL:  Charles  J.  Sennet 


REUBEN  &  PROCTOR 
19  South  La  Salle  Str. 
Chicago,  IL  60603 
(312)  558-5500 


Attorneys  for  NORTH  AMERICAN 
PHILIPS  CONSUMER  ELECTRONICS 
CORP.,  PARK  TELEVISION  and 
ED  AVERETT 
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:  c  coh£n 

E  R  O  ®  "  c  c  w 

ONl’  KATZ 
,LO  0  9CMNAYCR 
o  H  5'TRICK 
KUO  L  WELSH 
ARO  U.  WOOO 

IICK  O  BU»N3 
,ael  D  RECmtin 
M.0  T  3HEMETON 
t  £N  R  SMITH 

A,  L.  URETSKY 


Welsh  &c  Katz 

Attrrnryf  <ll  CtlW 

13  9  south  LaSalle  Street  •  Suite  i«29 
Chicago,  Illinois  60603 
TELEPHONE  Ol2>  TSI  9A70 


May  20,  1983 


TILEC  0*»‘«  H 
(3'f )  T*>  «»*» 

▼CLEW 
290039 

CABLE  ADDRESS 
TECMLAW  coo 


WASHINGTON  OE'^lCE 
(O'®  NINETEENTH  STREET.  N.V 
WASHINGTON,  O  C  20036 
TELEPHONE  (202)  TS5  2626 


by  messenger 

David  W.  Maher,  Esq. 

Reuben  Sc  Proctor 
19  South  LaSalle  Street 
Chicago,  Illinois  60603 

Re:  Atari,  Inc.  and  Bally  Midway  Mfg.  Co.  v. 

North  American  Philips  -  Our  File  No.  40851 
and  The  Magnavox  Company  v.  Bally  Midway 
Mfg.  Co.  -  Our  File  No.  43080 _ 


Dear  Dave: 


\ 


As  I  mentioned  to  you  by  telephone  last  Wednesday  afternoon, 
May  18,  and  as  mentioned  to  Magistrate  Lefkow  at  the  status  hearing 
on  Thursday  morning,  May  19,  we  belieVe  that  you  and  the  firm  of 
Reuben  &  Proctor  have  a  conflict  of  interest  in  respect  to  the  above- 
referenced  two  lawsuits  involving  our  client  and  should  withdraw  from 
both  cases. 


As  I  had  discussed,  you  and  your  firm  were  counsel  to  the 
trade  association,  A.G.M.A.,  when  our  client  was  also  a  member.  You 
and  I  have  worked  closely  in  connection  with  the  protection  against 
copying  of  video  games,  generally,  and  PAC-MAN  in  particular,  both 
under  U.S.  and  foreign  laws.  This  is  the  very  subject  matter  at 
issue  in  the  first  case  referenced  above,  and  the  nature,  con¬ 
struction  and  expression  of  the  PAC-MAN  video  game  are  clearly 
involved  in  both  of  the  referenced  cases.  In  view  of  the  consid¬ 
erable  amount  of  interaction  that  we  have  had  with  you  relating  to 
our  legal  positions  and  the  types  of  documents  and  evidence  which 
we  use  in  our  cases,  we  believe  that  it  is  inappropriate  for  your 
firm  to  maintain  your  representation  against  our  client  in  these 
cases . 


In  our  phone  discussion  last  Wednesday,  you  indicated 
that  you  disagreed  with  my  position.  The  two  attorneys  from  your 
firm  who  attended  the  hearing  also  indicated  disagreement  and 
suggested  to  Magistrate  Lefkow  that  our  position  was  frivolous. 


May  20 ,  19S3 

Page  2 


David  W.  Maher,  Esq. 


They  handed-up  some  highlighted  cases  to  the  Ma9istra*e 
providing  us  with  copies.  Although  she  refused  consideration 
this  matter,  as  well  as  their 'cases,  we  would  appreciate  being 
provided  with  copies  or  at  least  citations  of  the  cases  if  you 
believe  they  support  your  position. 


Until  this  question  is  resolved,  we  submit  that  your^ 
firm  should  not  consider,  review  or  discuss  any  of  our  client  s 
documents  whigh  were  produced  in  connection  with  either  of  these 

cases . 


Very  truly  yours, 


WELSH  &  KATZ 


A.  Sidney 


ASK :1am 

cc:  Irving  S.  Rappaport,  Esq. 

Theodore  W.  Anderson,  Esq. 


..;r,V  •  "•  ■  'iViviot  <' 


rj,  INC.,  a  Delaware 

, oration,  and 

JAY  MFG .  CO.  ,  an 

nois  corporation, 

Plaintiffs , 


VS  . 

H  AMERICAN  PHILIPS  CONSUMER 
"TRONICS  CORP  •  ,  a  Tennessee 
>o  ration ,  PARK  TELEVISION, 

/a  PARK  MAGNAVOX 
ERTAINMENT  CENTER,  an 

inois  partnership,  and 

AVERETT,  an  individual. 


Civil  Action  No.  81 

The  Honorable 
George  N .  Leigh 


Defendants . 


TATE  GE  ILLINOIS  ) 


:OUNTY  OF  COOK 


)  SS: 
) 


AFFIDAVIT 


DAVID  W.  MAHER,  being  duly  sworn,  deposes 
y  I  am  a  founding  partner  of  the  law  firm,  Reuben 

and  Proctor  and  have  practiced  with  the  firm  since  dune  16  1978  . 

2  .  '  Reuben  and  Proctor  has  been  engaged  by  North 

^erican  Philips  Consumer  Electronics  Corp .  to  represent 

the  lawsuit  captioned  above. 

3  The  Amusement  Game  Manufacturers  Association, 

formerly  Known  as  The  Amusement  Device  Manufacturers  Association 

Cthe  "Association"),  was  incorporated  as  an  Illinois  not-for-profit 

corporation  in  January,  1981.  The  Association  is  a  trade 


i-  EXHIBIT 


B 


itiu  V  «  « 


JSSOCiation  composed  oif  manufacturiny  oompanlaa  ♦_»>«» 
coin-operated  video  games,  pin  ball  machines,  juke  boxes 

and  similar  devices. 

4.  Reuben  and  Proctor  acted  as  general  counsel  for 

the  Association  from  April,  1981  until  December  31,  1982. 

% 

5.  On  May  20,  1982,  Bally  Manufacturing  Corporation 
became  a  member  of  the  Association.  I  am  informed  and  believe 
that  Bally  Mfg.  Co.  (formerly  Midway  Mf  g .  Co.)  is  a  wholly-owned 

subsidiary  of  Bally  Manufacturing  Corporation. 


6.  During  the  period  April,  1981  through  December 
31,  19  82,  I  was  the  partner  of  Reuben  &  Proctor  in  charge  of 
representation  of  the  Association*  I  fulfilled  all  the  usual 
functions  of  general  counsel  of  a  trade . association ,  including 


corporate  re'tord  keeping,  drafting  of  leases  and  employment 
contracts,  counselling  regarding  corporate  and  antitrust  law 
obligations,  and  circulation  of  information  about  current  legal 
developments  of  interest  to  the  Association  and  its  members. 

7.  ,In  the  course  of  my  dealings  with  the  Association 

and  with  representatives  of  the  Bally  Manufacturing  Corporation  and 

its  counsel  in  particular,  our  entire  discussions  and  communication. 

regarding  protection  against  copying  of  video  games  generally 

and  PAC-MAN  in  particular,  both  under  U.  S.  and  foreign  laws 
consisted  of: 


— -  r"i">a  of  court  document, ,  bri.f.  ani 
■aycy  ord.r..  Th«.  „,r.  „hlch  ,.nt  „  ^  ^ 

distribution  to  all  other 

sociation  members,  or  materials  that 


X  sent  out  as  part  Of  such,  distributions  to  all  — -  —  — 

of  this  correspondence  involved  the  exchange  of  sensitive  or 

confidential  information. 

b .  Meetings  of  attorneys  for  Association  members, 
and  communications  in  connection  with  such  meetings.  My 
recollection  is  clear  and  the  minutes  of  the  meetings  confirm 
that  there  was  never  any  communication  to  me  of  any  sensitive 
or  confidential  information  with  respect  to  any  individual 
member.  All  communications  involved  exchanges  of  information 
among  competitors,  and  in  some  instances  among  members,  including 
Bally,  that  were  then  engaged  in  litigation  with  other  members. 
Because  of  this,  the  information  exchanged  was  carefully  structurec 
so  that  it  was  not  privileged,  ancl  it  was  understood  by  all  parties 


that  it  would  be  exchanged  without  comprpmising  the  positions  of 
any  of  the  parties  or  their  lawyers.  The  only  communications  that 
ever  occurred  between  Bally  representatives  and  me  involved  matters 


that  Bally  was  willing  to  disclose  to  its  competitors. 

8.  One  of  the  series  of  meetings  referred  to  in  para¬ 
graph  7  above  took  place  over  two  days,  October  14  and  15,  1982. 

a.  On  October  14,  1982,  the  participants  included 
representatives  of  Sega  Enterprises,  Inc.,  Bally  and  Destron, 

Inc.,  all  members  of  the  Association.  I  am  informed  and  believe 
that  Bally  was  then  or  had  recently  been  engaged  in  litigation 


with  the  parent  corporation  of  Sega  Enterprises,  Inc.,  Gulf  * 
Western  Corp.,  on  the  issues  of  copyright  and  trademark  infringe¬ 
ment  relating  to  PAC-MAN  (Publications  Internationa  r  ,,  .. 

Bally  Mfg.  Corp._  No.  82  C  2183,  N.D.  Ill.) 


On  October  15,  1982, 


the 


included  representatives  of  Taito  America  Corporation,  3*1* 
Enterprises ,  Inc.,  Williams  Electronics,  Inc.,  Bally,  3tern  . 
Electronics,  Inc.,  Destron,  Inc.  and  Atari,  Inc. 
formed  and  believe  that  Bally  was  then  or  had  recently  been 
engaged  in  litigation  with  Williams  Electronics,  Inc.  on 
the  issues  of  copyright  infringement,  violation  of  the  Lanham 
Act,  violation  of  the  Illinois  Uniform  Deceptive  Trade  Practices 
Act  and  unfair  competition  relating  to  a  new  coin-operated 
game  (Williams  Electronics,  Inc,  v.  Bally  Mf g .  Corp .  32  C  216  /  , 
N.D.  Ill.) 

9 .  The  complaint  in  this  action  was  served  on 

\ 

Bally  on  April  12,  1983..  Six  days  earlier,  however,  on 
April  6,  J_  9  8  3 ,  the  Wall  Street  Journal  .  published  an  article 
(a  copy  of  which  is  attached  hereto  as  Attachment  A)  discussing 
the  complaint,  the  subject  matter  of  the  lawsuit  and  the 
reaction  of  Bally's  general  counsel.  On  the  same  date,  the 
Chicago  Sun-Times  published  an  article  about  the  lawsuit  a 
copy  of  which  is  attached  hereto  as  Attachment  3)  identifying 
David  Maher  as  one  of  the  attorneys  for  Magnavox  Company.  On 


April  25,  1983,  I  received  a  telephone  call  from  Sidney  Katz, 
representing  Bally,  who  asked  me  to  agree  to  a  stipulated  extension 
of  the  date  for  Bally  to  answer  or  otherwise  plead.  I  called 
Mr.  Katz  on  April  26  ,  1983  and  agreed  so  to  stipulate.  In 
both  conversations,  Mr.  Katz  and  I  discussed,  in  a  verv 
friendly  manner,  our  previous  relationship  in  connection  with 
-he  Association  but  Mr.  Katz  made  no  mention  of  any  alleged 


conflict  of  interests.  On  May  16,  1983,  I  had  another  conver¬ 

sation  with  Mr.  Katz  regarding  a  status  call  in  this  action; 
Mr.  Katz  made  no  mention  of  an}*  alleged  conflict  of  interest 
On  May  18,  1983,  I  received  a  telephone  call  from  Mr.  Katz 
in  which,  for  the  first  time,  he  raised  the  issue  of  an 
alleged  conflict  of  interests. 

k 

11.  Further  affiant  saith  not. 


David  W.  Maher 


SUBSCRIBED  and  SWOpN  to 

before  me  this  day  N 

of  June,  1983. 


Notary  Public 
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Ifaenavox  sues  Bally  over  Pac-Man  royalties 

.  ...  .  ! _ D.,  M.n  .miL" 


By  Maurice  Posaley 

^wassttjssasws 

*ThaXw  fifed  a^Mtlfelly  Midway  Manufacturing 
Co  m"f  Pac.M^  and  other  video  games  made  » 
commercial  coin-operated  and  f|led  the 

— •s»Ss£=5Sstr--Ms 

but  “anyway  you  slice  it,  there  are  i 

1  ln°a  statement,  BaUy  Manufac^.ng  Co.^arent^  the 
i  Bally  Midway  unit,  said  the  company  P*V*  dairo 
astounded  that  Magnavoxwou  Pac-Man," 

“Bally  is  the  sole  owner  dement  with 

I  Bally  continued.  While  royalties  to  Magnavox 

^ThcTse^ "Sn  early  video  game  technology,  that 


\ 


technology  ia  not  used  in  our  Pac-Man  unit.’ 

The  legal  dispute  originated  seven  years  ago  wlien  the 
two  companies  agreed  to  setUe  a  Uwmi.tjnvolving  a 
Magnavox  patent  on  circuitry  usedw  video  games 
Magnavox  had  sued  Bally,  charging  tha  company  had 

,nBdlydaetSed  thfauUby  signing  a  ,uh'^‘^h^n 
Under  the  portion  of  the  agreement  dealing  with  th 

3  sg 

*1™  Ky^wa,^to3£p*^».n 

but  baseball  and  other  games  with  a  paddle,  according  to 

‘WaXtigned  to  US.  DUtrict  Judge  Prentic.  H 
Marshall,  asks  tliat  Pac-Man  be  declared  as  temg  c«vercd 
by  the  agreement  and  for  an  accounting  of  revenue*. 


CERTIFICATE  OF  SERVICE 


I,  Christine  A.  Harper,  hereby  state  that  I  caused 
a  copy  of  the  foregoing  Notice  of  Filing,  Defendant’s  RESPONSE 
TO  MOTION  TO  DISQUALIFY  REUBEN  &  PROCTOR,  Certificate  of 
Service  and  Minute  Order,  to  all  persons  whose  name  appear 
on  the  attached  Service  List. 


Subscribed  and  Sworn 
before  me  this  7th 
day  of  June,  1983 


